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DETAILED ACTION 

Election/Restrictions 
Applicant's election with traverse of Group I in the reply filed on December 27, 
2006 is acknowledged. The traversal is on the ground(s) that there would be no undue 
burden because the respective fields of search are closely related. This is not found 
persuasive because these inventions have acquired a separate status in the art in view 
of their different classification. Further, because these inventions require a different 
field of search (see MPEP § 808.02), restriction for examination purposes as indicated 
is proper. Claims 13-20 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. 

The requirement is still deemed proper and is therefore made FINAL. 

Drawings 

New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application because the drawings provided do not provide discernable information due 
to their coloration (i.e. greyness and blackness). Applicant is advised to employ the 
services of a competent patent draftsperson outside the Office, as the U.S. Patent and 
Trademark Office no longer prepares new drawings. The corrected drawings are 
required in reply to the Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 
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Claim Objections 

Claim 2 is objected to because of the following informalities: The limitation "on 
the object to be applied" is cumbersome. Since the applying step is only performed on 
a tooth, the recitation appears to be more properly rendered, "on the tooth". Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. Regarding claims 1 and 12, the limiting effect of the 

recitation "colorless" is unclear. It is unclear when the enamel material is considered to 

be colorless. It is noted that the enamel material ranges generally from white to grey to 

black and that the disclosed enamel materials have varying color coordinates, opacity 

and translucency (Example 1). The intended limitation appears to be that the colorless 

enamel material contains a polymerizable resin, filler and catalyst but does not contain 

added pigments. However, it is also unclear what fillers are considered to be colorless 

fillers and what fillers are considered to add color. In this regard, the apparent limitation 

is that the tooth is matched with one of the three characterized enamels found in 

Example 1. However, these limitations (L*, a*, b*, CR, T) are not recited in claims 1 or 
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12 and as such the limiting effect of "colorless" remains unclear. An appropriate ' 
amendment to the claims is required to clarify the metes and bounds of the claims. 

As to claim 9, the limiting effect of low, medium or high value is unclear. It is 
unclear when a material has a low, medium or high value. It is noted that any value 
may be characterized as having a low, medium or high value. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3 and 6-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boon (U.S. Patent 4,802,850) in view of Waknine et al. (U.S. Patent 5,348,475). 

Regarding claim 1, Boon teaches a dental color matching system wherein a 
colorless, transparent or translucent, enamel bead is matched with the value shade of a 
natural tooth. Boon also teaches matching the shade of the tooth, which comprises the 
dentin layer with other colored beads (Abstract; col. 1, lines 48-57; col. 3, lines 14-36; 
col. 5, lines 3-8; col. 8, lines 18-60). Boon does not expressly describe the applying and 
preparation steps as currently claimed. However, Waknine et al. disclose a method of 
applying and curing dental restorations wherein the restoration is applied intraorally by 
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the dentist in a series of layers of appropriate composition and color to the tooth, 
including a dentin layer and an enamel layer (col. 5, lines 15-67). 

Therefore it would have been prima facie obvious to one having ordinary skill in 
the art at the time of the claimed invention to combine the teachings of Boon and 
Waknine et al. to employ the multiple shade determinations disclosed by Boon with the 
multiple layered applications of different shades disclosed by Waknine et al. for the 
purpose as disclosed by Waknine et al. of ensuring complete curing of the restorative 
dental resin with desired properties (col. 2, lines 1-7) or as disclosed by Boon of 
providing a better color match (Abstract). 

As to claim 2, Waknine et al. disclose layers of material are applied and 
polymerized (col. 5, lines 15-67). 

As to claim 3, Waknine et al. employ light curing (Abstract). 

As to claim 6, Waknine et al. disclose employment of a binder (col. 3, lines 15- 

18). 

As to claim 7, Waknine et al. disclose polishing the tooth (col. 5, lines 64-67). 
As to claim 8, Waknine et al. disclose trimming the restoration (col. 5, lines 64- 

67). 

As to claim 9, Boon discloses matching an enamel bead that is colorless, 
transparent or translucent (col. 8, lines 18-60). This material has a low, medium or high 
value. Further the enamel material employed by Waknine has a low, medium or high 
value (col. 5, lines 15-67). 
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As to claims 10 and 11, Waknine et al. disclose materials including a 
polymerizable resin, fillers and catalysts (col. 3, lines 6-18). 

Claims 4, 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boon (U.S. Patent 4,802,850) in view of Waknine et al. (U.S. Patent 5,348,475), as 
applied to claims 1-3 and 6-11 above, in view of applicant's admitted prior art. 

As to claims 4, 5 and 12, Boon in view of Waknine et al. disclose the method of 
claim 1 as discussed above. Boon does not disclose the steps of cleaning the tooth, 
removing a portion of the enamel and dentin layers (e.g. decayed material), and 
reshaping the tooth for cosmetic restoration or applying other special effects. However, 
as admitted in the instant application, published as U.S. Patent Application Publication 
2005/0132928, these are conventional steps that are routinely practiced in the art 
(paragraphs [0008-0016, 0052-0054]). 

Therefore it would have been prima facie obvious to one having ordinary skill in 
the art at the time of the claimed invention to combine conventional steps with the 
teaching of Boon and Waknine for the purpose of producing a desired dental 
restoration, as is routinely practiced in the art. 

Conclusion 

All claims are rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeff Wollschlager whose telephone number is 571-272- 
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8937. The examiner can normally be reached on Monday - Thursday 7:00 - 4:45, 
alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on 571-272-1176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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